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DETAILED ACTION 

1. Applicant's response of 01/14/2010 has been entered and considered. Upon 
entering amendment, claim 10 has been amended; claim objections have been 
withdrawn. 



Response to Arguments 

2. Applicant's arguments filed 01/14/2010 have been fully considered but they are 
not persuasive for the reasons discussed below. 

3. According to Dictionary.com defines concave as "having at least one interior 
angle greater than 180°"; therefore, at least exposed part of the isolated segment of 
Brick are concave shape. See figures beiow. 
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4. Applicant argues that the exposed part of each of Brick's isolated segments is 
not concave when seen from a top view. While it is true that when seen from a top view 
the exposed part of the isolated segment is not concave; however, as shown in Figs. 3 
and 5, the exposed parts of each of the isolated segment are concave when seen from 
a side view. 

5. Applicant also argues that Cline teaches away from the claimed invention 
because Cline's plates and buttons are not concave shaped. According to MPEP 2145 
(X) (D), proposed modification cannot render the prior art unsatisfactory for its intended 
purpose or change the principle of operation of a reference. Especially, Cline does not 
teach modification of the shape, i.e., changing in shape from plated/buttons or diamond 
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to concave, will destroy the principle of operation of the lightning diverter strip. 
Therefore, the Examiner's modification suggestion is proper. 

6. Applicant finally argues that the combination of Cline in view of Brick is not 
obvious. The Examiner respectfully disagrees because since both Cline reference 
(patented in 1985) and Brick reference (patented in 1989) teach lightning diverter; 
therefore, one ordinary skill in the art would combine the references to meet his 
objectives. According to Supreme Court decisions, KSR International Co. v. Teleflex 
Inc., applying a known technique to a known device ready for improvement to yield 
predictable results. The claim would have been obvious because a particular known 
technique was recognized as part of the ordinary capabilities of one skilled in the art. 
Dann v. Johnston, 425 US 219, 189 USPQ 257 (1976). The claim would have been 
obvious because a person of ordinary skill in the art would have been motivated to 
combine the prior art to achieve the claimed invention and that there would have been a 
reasonable expectation of success. In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 
1336 (Fed. Cir. 2006). Additionally, the choice of one over the other, i.e., diamond or 
concave shapes, is an engineering design choice based upon available of parts and 
design requirements. The claim would have been obvious because "a person of 
ordinary skill has good reason to pursue the known options within his or her technical 
grasp. If this leads to the anticipated success, it is likely the product not of innovation 
but of ordinary skill and common sense." Pflizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 82 
USPQ2d 1321 (Fed. Cir. 2007). 

7. For the reasons discussed above, the rejections are maintained. 
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Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 10 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Brick (US 4,824,713, "Brick"). 

10. Regarding claim 10, Brick discloses lightning protected structural surface, the 
apparatus (figs. 3 and 5) comprising: a layer of electrically non-conductive material (17) 
with a plurality of isolated segments of electrically conductive material (22), wherein 
exposed parts of said isolated segments are concave shape. Please note that for 
simplicity Brick only illustrates the exposed part of one of the isolated segments is 
concave shape; however, plurality of isolated segments, i.e., tens, hundreds or even 
thousands, distributed on a surface of aircraft. Thus, some of the exposed parts of said 
isolated segment are concave shapes. 

1 1 . Regarding claim 17, Brick discloses that the electrically non-conductive material 
being preferably made of an adhesive (col. 3, lines 43-45). 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

13. Claims 10-14, 16 and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cline (US 4,506,31 1 , "Cline") in view of Brick. 

14. Regarding claim 10, Cline discloses lightning diverter strip with diamond-shaped 
conducting segments, the apparatus (fig. 1-3) comprising: a layer of electrically non- 
conductive material (12) with a plurality of isolated segments of electrically conductive 
material (15) having a diamond shape. 

15. Cline does not explicitly disclose exposed parts of said isolated segments are in 
concave shapes. In the same field of endeavor, Brick discloses a plurality of isolated 
segments of electrically conductive material (22), wherein exposed parts of the isolated 
segments are concave shapes (see figs. 3 and 5). Please note that for simplicity Brick 
only illustrates the exposed part of one of the isolated segments is concave shape; 
however, plurality of isolated segments, i.e., tens, hundreds or even thousands, 
distributed on a surface of aircraft. Thus, some of the exposed parts of said isolated 
segment are concave shapes. 

16. This is viewed to be changed in shape, which is dependent upon the operating 
condition and design requirements. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of the invention was made to choose the isolated 
segments to be concave shape, since it has been held that mere changing shape of the 
essential working parts of a device involves only routine skill in the art. In re Dailey, 357 
F.2d 669, 149 USPQ 47 (CCPA 1966). 
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17. The choice of one over the other, i.e., diamond or concave shapes, is an 
engineering design choice based upon available of parts and design requirements. The 
claim would have been obvious because "a person of ordinary skill has good reason to 
pursue the known options within his or her technical grasp. If this leads to the 
anticipated success, it is likely the product not of innovation but of ordinary skill and 
common sense." Pflizer, Inc. v. Apotex, Inc., 480 F.3d 1348, 82 USPQ2d 1321 (Fed. 
Cir. 2007). 

18. Regarding claim 11, Cline discloses the diverter being in the shape of a strip 
(see fig. 1). 

19. Regarding claims 12 and 13, Cline and Brick disclose the limitations as 
discussed above. Neither Cline nor Brick discloses the isolated segments having 
different shapes, i.e., cross or star shape. This is viewed to be changed in shape, which 
is dependent upon the operating condition and design requirements. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to choose the isolated segments to be concave shape, since it has been held 
that mere changing shape of the essential working parts of a device involves only 
routine skill in the art. In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966). 

20. Regarding claim 14, Cline discloses the diverter having a layer of material (28) 
increasing the stiffness of the diverter in the direction along the strip (see fig. 3). 

21. Regarding claim 16, Cline discloses that the isolated segments preferably 
makes of metal (col. 2, line 60 - col. 3, line 2). 
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22. Regarding claim 17, Cline discloses that the electrically non-conductive material 
being preferably made of an adhesive (col. 3, lines 19-24). 

23. Claim 15 is rejected under 35 U.S.C. 103(a) as being unpatentable over Cline in 
view of Brick, and further in view of Bocherens (US 5,841 ,066, "Bocherens"). 

24. Regarding claim 15, Cline and Brick disclose the limitations as discussed 
above. Neither Cline nor Brick discloses the diverter comprising an outermost layer of 
double-sided adhesive tape. Bocherens discloses a lightning strip having self-adhesive 
type, i.e., double-side adhesive type, which one side sticks onto the lightning strip and 
the other side adheres onto application to be protected, i.e., radomes (col. 3, lines 55- 
60). It would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to modify the device of Cline in view of Brick to include a self- 
adhesive tape, as taught by Bocherens, in order to replace and its maintenance is 
easier than other type of fastening (col. 3, lines 55-60). 

Conclusion 

25. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIEN MAI whose telephone number is 571-270-1277. 
The examiner can normally be reached on M-Th: 8:00-7:00. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Jared Fureman 
can be reached on 571-272-2391. The fax phone number for the organization where 
this application or proceeding is assigned is 571-273-8300. 

/Tien Mai/ 

Examiner, Art Unit 2836 
3-12-10 

/Stephen W Jackson/ 

Primary Examiner, Art Unit 2836 



